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l&mUh BtuttB Qltrrmt Qlnurt nf Appeals

NINTH CIRCUIT

Burgess Battery Company,
Appellant,

vs.

Coast Insulating Corporation,

Appellee.

On Appeal.

APPELLANT'S REPLY BRIEF

Appellee's brief presents four defenses (p. 2) : 1—antici-

pation; 2—lack of invention; 3—failure of the claims to

distinctly set forth what was claimed as new; and 4—non-

infringement.

The Defense of Anticipation

We believe that this defense is effectively answered by
the District Court's Finding 13 (I, 51) that the Norris

combination is not disclosed in any of the cited prior art

patents or publications.

Appellee's discussion of the prior art (Brief, pp. 8-15)

is based upon the assumption that the Norris combination

was old and that the invention, if any, resides in the par-

ticular size or spacing of the openings, the thickness of

the facing or a combination of these factors. The com-

bination of Norris comprising a backing of absorbing mate-

rial and a thin facing of a stiff, self-sustaining material

that is substantially non-sound-absorbing but which is per-

forated so as to permit passage of sound and at the same
time conceal the absorber is a new combination not dis-



closed in the prior art. Appellee's entire discussion of

the prior art is based upon a fallacy and is therefore erro-

neous. Three of the patents specifically relied upon, Dil-

lon, Delaney and Mazer 1,483,365 are discussed in our main

brief (pp. 19-23) and the position taken by the Appellant

is supported by the District Court's Findings 13 to 18

(I, 51-3). The correctness of the Court's findings in view

of the evidence will be discussed in a later portion of this

brief in reply to Point 10 of Appellee's brief, but unless

these findings are clearly erroneous, the defense of antici-

pation must fail. The Stevens British patent, the only ref-

erence advanced as an anticipation (Appellee's Brief, p.

13) and not discussed in our main brief, will be discussed

in a separate section of this brief.

To these references Appellee adds a discussion of the

phenomenon of diffraction which is that when sound strikes

a barrier, the sound which passes through an opening in

it is not confined to that which enters the opening directly,

that is, the amount of sound which passes through the bar-

rier is greater than the proportionate area of the opening.

The Lamb reference, relied upon as disclosing this prin-

ciple (Exh. X, II, 718), was fully discussed by Appellee's

expert on direct and cross examination (I, 326-332). It

was developed that there is no disclosure in this publica-

tion that when a sound absorbing material is used with a

perforated facing of non-sound-absorbing material, the

effectiveness of the absorber is not impaired. The refer-

ence was disposed of by Dr. Sabine's testimony (I, 421-2)

in which he testified that it contains no disclosure what-

ever of the Norris structure.

We believe that this fully disposes of the defense of an-

ticipation but there are several specific statements in this

section of Appellee's brief which require comment. In

discussing the Dillon patent (p. 11) Appellee erroneously

states that unperforated oil-cloth is sound reflective. While

oil-cloth is non-sound-absorhing, due to its thinness (Find-

ing of Fact 7, I, 49), it is non-reflective. This is clearly

shown by Appellant's test on unperforated oil-cloth dis-



cussed on page 13 of our main brief. This test shows that

it increased the absorption of a felt pad at three of the

five frequencies which are tested for commercial purposes.

Dr. Burt, Appellee's expert, did not testify that oil-cloth

is soumd-reflective. He stated that it is non-sound-ahsorh-

ing (I, 300).

The other statement (p. 11 of Appellee's brief) is that

Dr. Sabine found himself in a rather anomalous situation

because of his prior testimony in the case of Guaranty

Trust Co. V. Johns-Manville Corp., 14 F. Supp. 792. As
stated by Appellee, Dr. Sabine appeared in that case as

an expert for the plaintiff in a suit brought under the Dillon

patent charging infringement of Dillon by a licensee of

Appellant. In that case, and in the present case. Dr.

Sabine testified that acoustically there is no difference be-

tween the Norris construction and the Dillon construction

(I, 214) but the witness did not testify that there was no

patentable difference between Dillon and Norris as stated

on page 11. His testimony in both cases was limited to

the acoustical similarity of the two and he specifically tes-

tified in this case that the result obtained by Norris was
an unexpected result (I, 151).

Dr. Sabine's testimony in these two cases emphasizes

the credibility of the witness and increases the value of

his testimony. He was appearing on opposite sides of the

same question (the similarity of Dillon and Norris) and
still there is no contradiction or conflict with his testimony

in the first case by his testimony in the later case.

Appellee 's position that there is no patentable difference

between Norris and Dillon because they produce the same
acoustical result is illustrative of its position throughout

the case. Similarity in acoustical results does not support

the contention that there is no patentable difference be-

tween the structures. Many widely differing constructions

produce substantially the same acoustical results as will

be noted from the tables of Exhibit 21 (II, 573-5). These
tables are taken from Bulletin #5 of the Acoustical Mate-
rials Association and they show that the noise reduction



coefScients of various materials range from 45 to 90%. It

is well established that identity of result does not establish

infringement when the structures by means of which the

results are obtained are different. See Huhhell v. U. S.,

179 U. S. 77, in which the Court stated (p. 86)

:

''Nor can we accept the contention that these two

combinations are identical because they are intended

to obtain the same result. What we have to consider

is not whether the end sought to be effected is the

same, but whether the devices or mechanical means by
which the desired result is secured are the same."

See also Westinghouse v. Boyden Power Brake Co., 170

U. S. 537 ; and Ingersoll, et al. v. Delaware S Hudson Co.,

37 F. (2d) 465.

Stevens British Patent 4843 of 1887 (II, 627)

This patent is not mentioned in the opinion nor is any

Finding of Fact directed to it. Appellee calls attention to

this on page 14 of its brief. We presented no Finding

directed to this patent because the District Court selected

the Delaney, Dillon and Mazer patents, to which specific

reference is made in the opinion (I, 45), as the closest

approach to Norris in the prior art. If the Appellee de-

sired an additional finding with respect to this patent, it

could have brought a motion under Rule 52(b) of the Rules

of Civil Procedure, which it failed to do. The District

Court, however, made a general finding that is directly

opposed to Appellee's position when it found in Finding

13 (I, 51) that none of the prior art patents or publications

discloses the Norris combination. Dr. Sabine specifically

discussed this reference in Appellant's rebuttal case and

testified that it does not teach the Norris combination (I,

424-7).

The reference is a glaring example of an attempt to

apply the present-day knowledge of the art, and particu-
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larly of the patent in suit, to an obscure disclosure of a

fifty-year old patent. At the time of the Norris invention,

it had lain dormant in the art for forty years and none

of the experts saw a disclosure of the Norris invention

in it.

The patent relates primarily to a combined gas and com-

pressed air engine. In listing the improvements disclosed

in the patent, it is stated (II, 629) that it includes in the

combination an apparatus for attaining a noiseless exhaust

for the gases. This is shown in Figs. 6 and 7 of the patent

(II, 628) and is described in the paragraphs beginning in

lines 3 and 11 of page 632 of the record. As stated, the

object is "to neutralize the 'cough' or puffing noise usually

attendant on the expulsion of exhaust gases." This

cough or puffing noise is caused by the rapid expansion of

exhaust gases upon passing from the muffler or exhaust

pipe into the air (I, 426). The patentee therefore intended

to permit expansion of these gases to take place before

the gases reached the atmosphere and for this purpose he

provided the devices M of Figs. 6 and 7 of much greater

oross-sectional area than the pipe B which delivers the

exhaust gases to the receptacle. The gases expand in this

chamber. The amount of expansion, and therefore the

amount of noise, attendant upon the discharge of the gases

into the atmosphere is thus greatly reduced.

Appellee attempts to build up an analogy between Stev-

ens and Norris (p. 6) by asserting that the present Appel-

lant was a licensee of the original plaintiff under the Nor-

ris patent and manufactured engine mufflers under that

license. The record does not support Appellee's conten-

tion. In the first place Exhibit 48 (II, 589), which is a

digest of the license agreement, shows that the license was
granted under five patents and three applications and was
dated May 30, 1936. Exhibit A is a catalog published in

1931 (II, 593) of products manufactured by the present

Appellant. Appellee's assertion therefore is that because

in 1931 the Appellant manufactured engine mufflers, in

addition to other sound devices, and in 1936 it was licensed



under the Norris patent, as well as four other patents and

three applications ; the engine mufflers manufactured in

1931 were made under the Norris patent.

There is no disclosure in Stevens that the combination

of a sound absorbing member and a perforated facing of

reflective material will provide an absorption equal to that

of the sound absorbing member alone (I, 426). An auto-

mobile engine does not attain noiseless operation. The
muffler does not stop all expansion whereby noises are

found at the end of the tail pipe. This is now true and
undoubtedly was true to an even greater extent in 1887,

the date of the British patent, than it is today. A dis-

closure of this sort, which might be perfectly satisfactory

from the standpoint of operation in the muffler art, did not

and would not teach the Norris invention to the man en-

gaged in acoustical correction. This is true because of the

difference in the principle of operation of the two devices.

This patent can not be considered an anticipation of

Norris because the inner cylinder M' of sieve-like perfo-

rated sheet metal is not employed as a facing and the pat-

ent is entirely silent with respect to the percentage of the

area that is perforated. Norris provides a perforated

facing having as one of its primary functions the substan-

tial concealment of the unsightly backing whereas this

problem was not faced by the patentee. It made no differ-

ence whether the backing was visible or not when the device

was placed inside a muffler cylinder. A sieve-like perfo-

rated sheet metal might well be expanded sheet metal, such

as Appellee's Exhibit T, which is 75% open (I, 265) and

which would not be effective in concealing sound-absorbing

material.

Furthermore, the description of the backing is just as

vague as the general description of operation or other

details which would be necessary to produce an effective

anticipation of Norris. The patentee refers to incombusti-

ble sound damping material, for instance, asbestos (Is.

9-10, II, 632). Asbestos comes in many forms including

sheets, boards, etc. and in many of these forms it is not



an effective sound-absorbing material, although it might

function for damping noises that would otherwise be cre-

ated through vibration of the outer casing M.

For all of these reasons it is submitted that a foreign

patent 50 years old which, on the record before this Court,

has certainly not taught the combination of the patent in

suit, is not an anticipation of the Norris invention. No
one in the acoustical art saw a disclosure of the Norris

invention in this patent prior to Norris' work. The suc-

cess of the Norris invention, as developed in the record

(Findings of Fact 9 and 10, I, 49-50) makes it incontrover-

tible that this patent does not disclose the Norris invention

to the man skilled in the art or advantage would have been

taken of the disclosure. In this connection attention is

called to the decision of the Court of Appeals of the First

Circuit in the case of Consolidated Car-Heating Co. v. West
End St. By. Co., 85 Fed. 662, in which the Court stated

(p. 665):

''Great stress is laid upon the English patent to

Rose as embodying anticipatory features, but the Rose
device did not do the thing that this device does. It

did not undertake to do it, and, so far as appears, no
one ever thought of its being applied to such a situa-

tion, and doing the work in the manner in which the
device in question does it. * * * As was said by the
circuit court, under the rules applying to foreign pat-
ents it cannot be viewed as anticipating the McElroy
invention. '

'

That the disclosure of an anticipation must be clear and
fully disclose the invention in suit has been stated in many
decisions. See Stead Lens Co. v. Kryptok Co., 214 Fed.
368 (C. C. A. 8th); Seymour v. Osborne, 11 Wall. 516;
Butler V. Burch Plow Co., 23 F. (2d) 15 (C. C. A. 9th);

and Herman v. Youngstown Car Mfg. Co., 191 Fed. 579
(C. C. A. 6th).

This Court, in the case of Carson v. American Smelting
<& Befining Co., 4 F. (2d) 463, stated the rule as follows

(p. 465)

:
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*'A foreign patent is to be measured as antici-

patory, not by what might have been made out of it,

but by what is clearly and definitely expressed in it.

An American patent is not anticipated by a prior for-

eign patent, unless the latter exhibits the invention in

such full, clear, and exact terms as to enable any per-

son skilled in the art to practice it without the neces-

sity of making experiments."

The Defense of Lack of Invention

This defense (p. 15) is also predicated upon the fallacy

that the Norris combination is old, and the further unsup-

ported statement of Appellee's counsel that an engineer

using the ordinary skill of his calling would select the

proper facing material and the proper spacing and dimen-

sions of perforations to suit any particular job. Appel-

lee 's contention, however, is not supported by the evidence.

In our main brief under the heading "Norris Invention

Not Obvious" (pp. 12-18) we pointed out wherein the

evidence establishes the contrary of Appellee's assertion.

At the bottom of page 8 of its brief. Appellee admits

that Norris was a step beyond what preceded him. In

view of the ready acceptance of the Norris invention by

the industry what is conceded by Appellee may be the 'Hast

step" that has frequently been held to be invention. See

The Barbed Wire Patent case, 143 U. S. 275, in which the

Court stated (pp. 282-3):

''Under such circumstances courts have not been

reluctant to sustain a patent to the man who has taken

the final step which has turned a failure into a suc-

cess. In the law of patents it is the last step that

wins. '

'



The Defense of Indefiniteness of the Claims

The third defense, indefiniteness of claims, is fully dis-

cussed on pages 27 to 46 of our opening brief. Appellee

does not attempt to respond to the arguments there ad-

vanced in support of the validity of the claims on appeal.

Furthermore claims 5, 8 and 14 were held invalid on the

ground that they do not exclude a facing material that has

a definite and material measure of sound absorption (Con-

clusion 4, I, 53). There is absolutely no discussion of this

question in the Appellee's brief and claims 5, 8 and 14 are

treated in the same way as claims 1, 3, 6, 10 and 11 which

were held invalid for a different reason. On page 25 Ap-

pellee erroneously states that claim 5 is identical with claim

1 except for the addition of the word *' stiff". In the opin-

ion (I, 46) the Court stated that claim 1 "embraces too

much, is too broad and general and not specific enough in

its details, in view of the prior developed art" and there-

fore held it invalid. Claim 5 was held invalid because it

"does not exclude sound-absorptive facing" (I, 46).

Beginning on page 40 of our main brief we pointed out

that these claims are in fact directed to a non-sound-

absorbing facing. Even if the Court should disagree with

us on that question, these claims should be read in the

light of the specification in which the only facing mentioned

is non-sound-absorbing.

In this section, and in other sections of its brief. Appel-

lee asserts that Norris obtained the allowance of his claims

by representations to the Patent Office that his claims dis-

tinguished from the prior art in certain ways but that

Appellant's witnesses now admit that these alleged points

of distinctions are without material significance. There is

no basis whatever for Appellee's allegation.

Thus on page 18 the word "thin" is discussed and it

is stated that it is fatally indefinite and that it has no sig-

nificance whatsoever as a patentable distinction. Answer-
ing the first point the Trial Court found this word to be

sufficiently definite (Finding of Fact 8, I, 49). In support
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of the second assertion Appellee cites the testimony of

Parsons and Norris that the facing would function if made
thicker than the Norris facing. The facing would of course

function if made thicker than the Norris facing because

if such facing were thick enough, it would absorb sound

in the apertures in accordance with the disclosures of the

Delaney and Mazer patents. Norris' invention resides in

the discovery that a perforated facing of stiff, dense, non-

sound-absorbing material of such thinness that substan-

tially no sound is absorbed in the perforations, makes a

commercially usable facing for the unsightly sound-absorb-

ing backing. To state that the word "thin" is of no sig-

nificance in the Norris claims when Norris found that he

could use a thin facing and not rely upon the thickness of

the material to absorb sound in the apertures of the fac-

ing, thereby producing a device that has been widely and

readily accepted by the industry, as contrasted to the paper

patent disclosures* of the prior art, such as Delaney, is

contrary to all established patent doctrine.

The next assertion (Brief, p. 18) is that there is no ma-
terial importance attaching to the size of the perforations

and in support thereof Appellee quotes Norris' testimony

to the effect that the lower limit of the size of perforations

is determined by decorative considerations and not by
acoustical considerations. Appellee, however, loses sight

of the fact that the facing of the Norris combination per-

forms several functions, one of which is the passage of

sound to be absorbed to the backing, and another is the

concealment of the unsightly backing. As Norris testified,

if the holes are too small, when the facing is painted, the

paint will bridge over the holes and plug them up. This

would prevent passage of sound to the backing and there-

*In Delaney Patents Corp. v. Johns-Manville, et al., 43 USPQ
105 Judge Yankwich stated (p. 107) :

"This is especially true when we are dealing, as we do here,

with what may be called a 'paper' patent,—i.e., a patent

which never went into practical use."
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fore prevent the performance of one of the primary func-

tions. Norris' testimony therefore does not support Ap-

pellee's assertion that there is no material importance in

the relative size of the perforations.

The next point (Brief, p. 19) is that it is immaterial

whether the facing be composed of sound-absorbent or non-

sound-absorbent material because the device will function

as a sound deadening structure in either case. It is true

that Norris testified (I, 97-8) that if a portion of the sound

is absorbed in the facing, the over-all effect in the room

would be the same as if all of the sound is absorbed in

the backing, but it does not follow from this that the use

of a facing of a thin sheet of perforated non-sound-absorb-

ing material is without patentable significance. The his-

tory of the art (Main Brief, pp. 12-18) shows that Norris

opened an entirely new field in that he provided a thin,

rigid facing possessing many advantages over the perfo-

rated fabric facing of the Dillon patent. He provided a

rigid facing which avoided the necessity of using a facing

material either sound-absorbing in itself or of such thick-

ness that a substantial portion of the sound would be

absorbed in the apertures, as disclosed in the Delaney pat-

ent and the Mazer patent 1,483,365.

The distinguishing features of the Norris claims over

the prior art are therefore of patentable significance and

are of material importance. For the reasons set forth in

our main brief (pp. 27-46) it is submitted that these expres-

sions are definitions of structure and not mere statements

of function.

The Defense of Non-Infring'ement

Infringement of claims 16, 17 and 23 directed to the fast-

ening means in combination with the other features of the

Norris invention is discussed on pages 46 to 48 of our

main brief and infringement of the remaining claims di-

rected to the combination of the backing and the non-sound-

absorbing facing is discussed on pages 49 to 54.
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The lower court dismissed the bill with respect to the

first group of claims on the ground of non-infringement

pointing out that Appellee does not use the specific fasten-

ing means of the Norris patent. Appellee impliedly admits

infringement of these claims. Point 7 (Brief, pp. 35-6)

urges that these claims must be restricted to the specific

fastening means disclosed in the patent although the claims

are clearly not directed to this specific means. In support

of its position Appellee relies upon the Mazer patent

1,172,379 which patent was advanced at the trial as an

anticipation of the claims of the other group. This patent

was cited in the second action in the Norris original appli-

cation (II, 485), the Examiner holding that the large open-

ings in the frames 15 of Fig. 4 answered the terms of the

claims which called for "a perforated sheet metal member"
(claim 6, II, 472) or "an exposed perforated rigid non-

sound-absorbing sheet" (claim 19, II, 475). During the

further prosecution of the application the language of

claims 16, 17 and 23 was adopted to distinguish from

Mazer.

As pointed out in our main brief (pp. 20-22) these fea-

tures are not present in the Mazer patent and the Court

so found (Finding 16, I, 52). From what has been said,

it will be apparent to the Court that the provision of a

substantially continuous decoratable surface in a facing of

non-sound-absorbing material (a dense, hard surfaced non-

porous material, Burt, I, 332-3) is a real advance in this

art and is something that is not disclosed by the frame

15 of Mazer. This frame is not a facing at all but is a

facing material holder (II, 606, 1. 73) to which a fabric

facing is secured. The frame is cut away as much as pos-

sible to permit the sound to pass to the absorbent backing.

Appellee also mentions (p. 15) the Rapp patent (II, 638)

in connection with these claims. The patent obviously does

not anticipate the claims because it is not directed to a

sound-absorbing construction and does not disclose the

Norris combination (I, 378).
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With respect to the infringement of the remaining claims

Appellee.denies infringement on the ground that the open-

ings in its facings are not small enough to mask the sound-

absorbing material. It calls attention to the fact that it

is necessary to interpose a wire screen between the facing

and the sound-absorbing material in its constructions, but

admits (p. 38) that this screen is used to prevent the sound-

absorbing material from falling through the perforations,

and not to conceal the backing. The use of the wire screen

is not due to the size of the openings. Appellant and its

licensees also use a sheet of material between the facing

and the sound-absorbing material with openings of much
smaller size (Norris, I, 418-9). Exhibit 14, a sample of

the commercial product made at the present time by one

of Appellant's licensees (I, 89) and which contains open-

ings 1/16'' in diameter (I, 91) also shows a wrapping for

the sound-absorbing material. This is a typical example

of what Appellant's licensees are making under the patent

(1,91).

Appellee attempts to restrict the claims to structures in

which the sound absorbing material is completely concealed

by the facing but obviously that would require an unperfo-

rated facing through which substantially no sound would

pass (Exh. 23, Test 4, II, 578). The extent of concealment

which is necessary to bring a structure within the Norris

patent is a question which must be viewed in a reasonable

light. The District Court stated it was the provision of

''small holes or openings which will not expose to view

the sound-deadening material, under ordinary observation

short of close scrutiny" (I, 45).

The substance of the Norris invention is the provision

of a mechanically acceptable construction for facing the

sound-absorbing material which masks the absorber suffi-

ciently to direct the attention of the occupant of a room
to the facing rather than to the absorber back of it. Such
facing must be a surface which appears more or less con-

tinuous to the observer, v/hich can be decorated and which
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does not have the objectionable characteristics of wire

screen or perforated fabrics. While Appellee's construc-

tions have an open area greater than most constructions

used by the Appellant or its licensees, they were chosen

to obtain the advantages and results of the Norris patent.

The decision of this Court in the case of Angelus Sanitary

Can Mach. Co., et al. v. Wilson, 7 F. (2d) 314, is directly

in point. In a recent decision of the Sixth Circuit Court

of Appeals in a case involving some departure by the de-

fendant from the exact structure of the patent, E. H.

Bardes Range Etc. Co. v. Amer. Engineering Co., 44 USPQ
630, decided in February of this year, the Court discusses

this question as follows (pp. 632-3)

:

''Except where form is of the essence of the inven-

tion, one device is an infringement of another 'if it

performs substantially the same function in substan-

tially the same way to obtain the same result, ' Machine
Company v. Murphy, 97 U. S. 120, 125, and mere color-

able departures do not avoid infringement, McCormick
V. Talcott, 20 How. 402, 405. * * * Even where the in-

vention must be restricted in view of the prior art to

the form shown and described by the patentee and
cannot be extended to embrace a new form which is

a substantial departure therefrom, there is infringe-

ment where the departure is merely colorable. Duff

V. Sterling Pump Co., 107 U. S. 636, 639; Sani-

tarv Refrigeration Co. v. Winters, 280 U. S. 30, 41

[3 USPQ 40]."

See also Weiss v. R. Hoe S Co., Inc., 44 USPQ 412 (C. C.

A. 2), in which the Court stated (p. 417)

:

a* * * However, the fact that an infringer copies

imperfectly and does not achieve the full result of the

patent is not sufficient to prevent infringement where
there has been substantial copying. Virginia Art
Goods Studios v. Goldberg & Seltzer, 76 F. 2d 122 [25

USPQ 275] (CCA. 2)."
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Appellee's structures are clearly embraced by the claims

of the Norris patent, as set forth in our main brief, and

Appellee cannot make use of the substance of the Norris

invention and deny infringement by a strict limitation of

Norris to openings of a particular size.

Lower Court's Findings of Fact

Under Point 10 of its brief Appellee attacks the lower

Court's Findings of Fact, citing in support of its right to

do so cases dealing with Appellee's right to urge any mat-

ters appearing in the record in support of the decree. The
first of these cases, United States v. American Raikvay

Express Co., 265 U. S. 425, merely states the principle that

an appellee may attack the reasoning of the lower court or

insist upon matter overlooked or ignored by the lower

court in support of the decree. We do not question this

doctrine but submit that an entirely different question is

here involved. The other case cited, Langnes v. Green, 282

U. S. 531, has no bearing whatever upon the question here

presented because it is an admiralty case and states the

doctrine that on appeal in admiralty, there is a trial de

novo (p. 536).

Appellee here is seeking to do more than urge matters

not considered or misconstrued by the District Court in

support of the decree ; it is directly attaching the Findings

of Fact adopted by the District Court. While these find-

ings are subject to attack, the burden is upon the party

attacking them (Rule 52 of the Rules of Civil Procedure).

If there is substantial evidence in support of the findings,

they should not be set aside by this Court. This was stated

by this Court in the case of Occidental Life Ins. Co. v.

Thomas, 107 F. (2d) 876, in a decision written by Judge

Healy, in which he stated (p. 878)

:

"The trial court's findings are not to be disturbed

on appeal unless they are clearly erroneous. Rule 52

(a), Rules of Civil Procedure for District Courts, 28

U. S. C. A. following section 723c."
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In a separate concurring decision Judge Haney went fur-

ther and stated that it was not for the Court of Appeals

to decide the weight of the evidence. He stated (p. 879)

that the only question before the Court of Appeals is

whether or not the findings of the trial court are clearly

erroneous. Since the adoption of the new Rules of Civil

Procedure there have been many decisions to the same

effect by the various Circuit Courts of Appeal. Thus in

the case of Simdt, et al. v. Turman Oil Co., 107 F. (2d)

762, the Circuit Court of Appeals of the Fifth Circuit stated

the following (p. 764)

:

*
' The findings of the Court are supported by the evi-

dence and will not be disturbed on appeal. Rules of

Civil Procedure for the District Courts of the United
States, Rule 52, 29 U. S. C. A. following section 723c

;

Great Atlantic & Pacific Tea Co. v. Grosjean, 301 U.
S. 412, 420, 57 S. Ct. 772, 81 L. Ed. 1193, 112 A. L. R.

293; Borden's Farm Products Co. v. Ten Eyck, 297

U. S. 251, 261, 56 S. Ct. 453, 80 L. Ed. 669; Murphy
V. Sun Oil Co., 5 Cir., 86 F. 2d 895."

On page 2 Appellee refers to the finding in this case as

being prepared by Appellant several months after the opin-

ion below was rendered. Appellee attempts to create the

impression that it had nothing to do with the preparation

of the Findings. Appellee, however, submitted counter

findings advancing the same interpretation of the prior art

references which it now advances in its brief and its find-

ings were not adopted.

Turning to the Findings of Fact discussed in the brief,

Appellee has not made the showing necessary under the

doctrine of these cases to set aside a finding of fact. The
findings of fact which are specifically questioned are Find-

ings 13, 14, 15, 17 and 18. They all deal with the prior art

and as Finding 13 is a broad finding, it will be discussed

after the detailed discussion of the others.

Finding 14 (I, 54) states that the Dillon, Delaney and

Mazer patents were file wrapper references overcome dur-

ing the prosecution of the Norris application. Appellee
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attacks this finding as incomplete on the ground that these

patents were only perfunctorily considered in the file wrap-

per and on the further ground that they were overcome

by arguments which the evidence in this case shows to be

w^ithout merit. As to the first ground there is no evidence

in support of Appellee's assertion. It is true that these

references were called to the attention of the Examiner

by the solicitor who handled the Norris application but it

does not follow that the Examiner did not give the refer-

ences just as much consideration as he would a reference

which he discovered himself. In fact, the presumption is

to the contrary and as there is no evidence in support of

Appellee's contention, it must therefore be presumed that

these references were fully considered. Furthermore, they

were first called to the Examiner's attention in an amend-

ment filed April 3, 1929 in the original Norris application

(II, 531) and were fully discussed in that amendment (II,

535-8). It should therefore be presumed that these refer-

ences were fully considered by the Examiner. As to the

second ground, Appellee's assertion is not in accordance

with the facts (this brief, ante, pp. 9-11).

Finding 15 (I, 51) is directed to the Dillon patent and

is attacked on the ground that it is shown to be erroneous

by the disclosure of Delaney and the British patent to

Stevens. Neither Delaney nor the British patent supports

Appellee's position and there is substantial evidence in

support of the finding. The history of the art, as pointed

out in pages 12 to 18 of our main brief, supports this find-

ing, as does the testimony of Parsons (I, 231), the testi-

mony of Sabine (I, 151) and tests 3 and 4 of Exhibit 23

(II, 578).

Finding 17 (I, 52) states that Mazer employs a thick

material in which sound is absorbed in long narrow aper-

tures extending from the exposed face of the material. This

finding is supported by the patent disclosure itself. Thus

in Fig. 2 (II, 617) a sound wave is shown striking opposite

walls of the aperture a number of times and thereby dis-

sipating its energy. This operation is described in the
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sentence beginning in line 96 of page 1 of the patent (II,

619).

Finding 18 is with respect to the Delaney patent. It

states that the facing itself is a sound absorber either

through the employment of a porous material or through

the employment of a non-sound-absorber having long nar-

row apertures. Again the finding is supported by the pat-

ent itself (IT, 625). The face of the block is referred to

as the sound-ahsorbing surface in line 40. In lines 82-84,

it is stated that the perforations give the facing a high

sound-absorbing value. This finding is also supported by

the testimony of Sabine (I, 427-30). In summarizing his

testimony Sabine stated that if a perforated material was

employed in the Delaney construction which was not in

itself sound absorbent, it would have to be inches thick to

provide for absorption of the sound in the perforations.

Returning to Finding 13 (I, 51) which is to the general

effect that none of the references disclose the Norris com-

bination as herein set forth, it is submitted that this find-

ing is supported by the testimony of Sabine, particularly

his rebuttal testimony beginning on page 421 and by the

cross-examination and re-cross examination of Appellee's

expert beginning on pages 317 and 406, respectively.

We therefore submit that while the Appellee may urge

matters in the record in support of the opinion which are

not referred to in the opinion of the lower court, the attack

on Findings 13, 14, 15, 17 and 18 must fail because Appel-

lee has failed to show that these findings are clearly erro-

neous and because there is substantial evidence in support

of each of them.

It is significant that Appellee has not attacked Finding

16 (I, 52) dealing with the Mazer patent 1,172,379 and its

discussion of this patent on page 15 and on page 35 of

its brief is directly contrary to Finding 16.

Claim 4

In the foot-note on page 16 of its brief and in the dis-

cussion of Finding 12 on page 41 of its brief. Appellee
takes the position that this Court should reverse the Dis-
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trict Court on the question of infringement of claim 4 even

though no cross-appeal was filed. This question was fully

discussed in memoranda before the District Court in con-

nection with the Findings of Fact and Conclusions of Law
submitted by the two parties. We showed the Court that

the case of Van Kannell Revolving Door Co. v. Revolving

Door S Fixture Co., 293 Fed. 261, was not in point. We
will not, however, discuss the merits of that question in

this brief because Appellee has no right to raise it in the

absence of a cross-appeal. See Morley Construction Co.,

et al. V. Maryland Casualty Co., 300 U. S. 185, in which the

Court stated (p. 191)

:

li* * * w^hat he may not do in the absence of a cross-

appeal is to 'attack the decree with a view either to

enlarging his own rights thereunder or of lessening the

rights of his adversary, whether what he seeks is to

correct an error or to supplement the decree with re-

spect to a matter not dealt with below.' Ibid. The
rule is inveterate and certain."

Inaccuracies of Appellee's Brief

Aside from the argumentative statements for which
there is no support in the evidence. Appellee's brief con-

tains inaccurate statements of fact in addition to those pre-

viously pointed out in this brief. On page 27 the fabric

facing of Dillon is referred to as relatively dense material,

but there is no support whatever in the record for this

statement. On page 29 the Norris testimony from page
103 of the record is misquoted.

The plate appearing at the back of the brief, allegedly

illustrating the constructions of Norris and certain of the

prior art patents, contains many inaccuracies. The facing

of Dillon is described as a perforated oil-cloth facing mem-
brane whereas Appellee's expert testified that there is no
reference to oil-cloth in the patent (I, 339). Fig. 2 of the

Mazer patent, on which Finding of Fact 17 is predicated,

is omitted. In Stevens the perforations are illustrated as

widely spaced whereas the patent refers to the inner wall
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M' of sieve-like perforated sheet metal (II, 632). Fig. 6

of the patent (II, 628) shows the perforations to be closely

spaced in contrast to the wide spacing of Appellee's plate.

The description of the Mazer patent 1,172,379 is also

misleading and inaccurate. The upper pan 4 of Fig. 3 (II,

602) is described as ''pans for holding sound-absorbing

material". These pans do not hold the sound-absorbing

material in the sense that Appellant's facing does because

they are reversed and secured to the wall as shown in Fig.

1 of the drawings. The lower illustration is the pan 15

of Fig. 4 of the drawings which is not a ''facing sheet"

but is a holder for an outer facing 14 of tapestry (II, 606,

1. 59). This pan is also reversed when applied and does

not have means for engagement with a support as stated

at the bottom of page 35 of Appellee's brief. The lugs 7

there referred to are carried by the pan 4 as illustrated

in Fig. 3 of the patent drawings.

A significant fact in connection with this plate is that

Appellee asserts on page 25 that such terms as "widely

distributed" holes "small enough to conceal the sound ab-

sorbing material" and the like, are indefinite and purely

functional, but in describing Dillon, Delaney and Mazer

1,483,365 the Appellee makes use of these terms.

CONCLUSION

We believe that the District Court should be reversed

in its holding that claims 1, 3, 6, 10 and 11 are invalid, and
that claims 16, 17 and 23 are not infringed. That the

District Court erred in holding claims 5, 8 and 14 invalid

because they "do not exclude a facing that has a definite

and material measure of sound absorption" is beyond

question.
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